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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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FUEL CELL, ELECTRODE FOR FUEL CELL AND METHOD PRODUCING THEM 

Examiner: Adam Arciero S.N. 1 0/5 1 9, 1 05 Art Unit: 1 795 April 9, 2009 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on March 06, 2009 has been entered. 

2. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

DETAILED ACTION 

3. The Applicant's amendment fded on March 06, 2009 was received 
amended. Claims 28-29 were cancelled. Claims 34-52 remain withdrawn 
newly added. 

Claim Rejections - 35 USC § 102 

4. The claim rejections under 35 U.S. C. 102(b) as being anticipated by NOBUAKI on 
claims 27-32 are withdrawn, because Applicant has amended the claims. 



. Claim 27 was 
. Claims 53-55 are 
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Claim Rejections - 35 USC §103 

5. The claim rejections under 35 U.S.C. 103(a) as being unpatentable over NOBUAKI and 
VAIDYANATHAN on claim 33 is withdrawn, because Applicant has amended independent 
claim 27. 

6. Claims 27-32 are rejected under 35 U.S.C. 103(a) as being unpatentable over NOBUAKI 
(JP 2002-056863 A) in view of WILLIAMS et al. (US 4,835,071). 

As to Claims 27 and 28, NOBUAKI discloses a fuel cell provided with a conductor film 
which intervenes between two electrodes (hydrogen and oxygen electrodes), each electrode has a 
charge collector arranged at the outside surface of said electrodes (paragraph [0001]). The 
hydrogen electrode 103 is a carbon electrode with a catalyst layer on one side and a hydrogen 
pole charge collector 106 as a conductor connected to the opposite side of the hydrogen electrode 
103 (paragraph [0003). Said hydrogen electrode and corresponding current collector are bonded 
by a first electroconductive glue layer (paragraph [0007]). NOBUAKI does not specifically 
disclose wherein a carbide layer is formed at an interface between the electrode substrate and 
said current collector. 

However, WILLIAMS et al. teaches of an electrode having a nickel current collector 
bonded to said electrode (col. 6, lines 28-67 and Claim 6). WILLIAMS et al. do not specifically 
disclose a carbide layer formed at an interface of the electrode and current collector. However, it 
is the position of the Examiner that such a carbide layer is inherently formed, given that both 
NOBUAKI and WILLIAMS et al. and the present application utilize the same materials and 
structure for an electrode and a similar method for applying the current collector to the electrode. 
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A reference which is silent about a claimed invention's features is inherently anticipatory if the 
missing feature is necessarily present in that which is described in the reference. In re 
Robertson, 49 USPQ2d 1949 (1999). 

Alternatively, it would have been obvious to one of ordinary skill in the art to apply the 
current collector to the electrode by a brazing means because WILLIAMS et al. suggests that a 
strong and permanent bond will be formed (col. 6, lines 28-67). 

As to Claims 29 and 30, NOBUAKI teaches the charge collector of claim 2, comprising a 
gold-plated nickel material (paragraph [0010]). The gold-plated nickel material of the current 
collector comprises elements (nickel and gold) capable of making carbide. 

As to Claims 3 1 and 32, NOBUAKI teaches the charge collector of claim 1 comprising a 
gold-plated nickel material (metal plate) (paragraph [0010]). 

As to Claims 53-54, it is noted that claims 53-54 are product-by-process claims. "Even 
though product-by-process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product does not depend on its 
method of production. If the product in the product-by-process claims is the same as or obvious 
from a product of the prior art, the claim is unpatentable even though the prior product was made 
by a different process." In re Thorpe, 111 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). 
Since NOBUAKI and WILLIAMS et al.'s electrode is similar to that of the Applicant's, 
Applicant's processes are not given patentable weight in these claims. 
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7. Claim 33 is rejected under 35 U.S.C. 103(a) as being unpatentable over NOBUAKI (JP 
2002-056863 and WILLIAMS et al. (US 4,835,071) as applied to claims 27, 30-32 and 53-54 
above, and further in view of VAIDYANATHAN (US 4,585,71 1). 

As to Claim 33, NOBUAKI does not expressly disclose the electrode used for a fuel cell 
as set forth in claim 27, wherein said current-collector has a thickness in the range of 0.05 < x < 
1 mm. However, VAIDYANATHAN teaches an electrode used for a fuel cell comprising a 
current collector. Said current collector has a final thickness of 75 microns corresponding to 
0.075 mm. This thickness falls directly within the claimed range of 0.05 < x < 1 mm. 
According to MPEP 2144.05 [R-5], the case where the claimed ranges "overlap or lie inside 
ranges disclosed by the prior art" a prima facie case of obviousness exists [In re Wertheim, 541 
F.2d 257, 191 USPQ 90 (CCPA 1976)]. 

8. Claim 55 is rejected under 35 U.S.C. 103(a) as being unpatentable over NOBUAKI (JP 
2002-056863 and WILLIAMS et al. (US 4,835,071) as applied to claims 27, 30-32 and 53-54 
above, and further in view of HAMPDEN-SMITH et al. (US 2002/0107140 Al). 

As to Claim 55, HAMPDEN-SMITH et al. teaches that a current collector for a fuel cell 
may be fabricated from nickel or silver, more preferably silver (pg. 20, [0302]). The courts have 
held that, because HAMPDEN-SMITH et al. teaches of a current collector which may be nickel 
or silver and NOBUAKI teaches a nickel current collector, it would have been prima facie 
obvious to substitute one metal collector for the other, and the results would be reasonably 
predictable. See KSR, MPEP 2141, III. 
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Response to Arguments 

9. Applicant's arguments with respect to claims 27, 30-33 and 53-55 have been considered 
but are moot in view of the new ground(s) of rejection as necessitated by Applicant's 
amendments. 

Conclusion 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ADAM A. ARCIERO whose telephone number is (571)270- 
5116. The examiner can normally be reached on Monday to Friday 8am to 5pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dah-Wei Yuan can be reached on 571-272-1295. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



AA 
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